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Tradi ng Conpany has filed applications to

regi ster the marks shown below. The term ROLLER HOCKEY has been

di sclaimed in each application.
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Serial No. 75/463,242 sporting goods for ice hockey and roller
hockey, nanely, skates, protective pads for shoul ders and el bows,
hard shell gl oves for hockey, goal keeper pads, blocker mttens,
pucks, sticks, balls, and hockey skate blades.ﬁ:I

Botler Focked

Serial No. 75/463,291 for clothing primarily for roller hockey
and i ce hockey, nanely, pants and hockey shell pants EPrn about
body protective pieces, and jerseys shirts and boots.

In each application, applicant has clai ned ownership of
Regi stration No. 2,103,998 for the mark set forth bel ow for
"clothing, nanely, roller hockey pants, jerseys, t-shirts,
sweatshirts and pants” in Cass 25; and for "sporting goods for
roll er hockey, nanely, protective shoul der pads, el bow pads, goal

keeper pads, skates, catching mtts, goal pads, blocker mitts,

Y Filed April 6, 1998; alleging dates of first use on Septenber 11,
1995.
2 Filed April 6, 1998; alleging dates of use on Septenmber 11, 1995.
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roll er hockey gl oves, pucks, sticks and balls" in C ass 28.EI The

regi stration includes a disclainer of "GEAR ROLLER HOCKEY. "

Ratten Focketd

The Trademark Exam ning Attorney required a disclainmer of
GEAR ROLLER HOCKEY under Section 6 of the Trademark Act
essentially on the ground that the wording is generic for
applicant’s ice and roller hockey equi pnent and clothing; and if
not, that the wording is descriptive of the goods, and that the
evidence is insufficient to show that the wordi ng has acquired
di stinctiveness.

When the requirenent in each case was nade final, applicant
appeal ed. Briefs have been filed. Applicant filed a request for
an oral hearing but the request was |ater w thdrawn. Because the
issues in these two applications are substantially the sane, the
appeal s have been consolidated and are being treated in a single

A

deci si on.

® | ssued Cctober 7, 1997.

4 Applicant is also the owner of four other related applications
currently on appeal before the Board, which in view of the additional
i ssues presented by those cases, are being decided in separate

opi nions. Two of those cases involve the words GEAR HOCKEY in a
rectangl e design and the two others involve GEAR in an oval design.
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We turn then to the Exam ning Attorney's argunents and
evi dence on these issues. The Exami ning Attorney contends that
GEAR is the generic name for clothing and equi pnent used in the
sports of ice hockey and roller hockey, and that such goods woul d
be understood by the rel evant purchasers to be "hockey gear."
The Exami ning Attorney additionally notes that ROLLER HOCKEY i s
t he common nanme for the sport of roller hockey and mai ntains that
t he average purchaser of applicant's goods woul d understand the
wor ds, taken together, to refer to "gear for roller hockey" or
"roll er hockey gear."” In support of her position, the Exam ning
Attorney has submtted a dictionary definition of "gear" as
meani ng

Equi prent, such as tools or clothing, used for a particular

activity; paéaphernalia: fishing gear;...clothing and

accessori es.

Addi tional dictionary listings submtted by the Exam ning
Attorney define "gear" as "clothing, garnents;...equipnent,

"Eland as "m scell aneous articles

A

par aphernalia (fishing gear)
needed for a particular operation or sport etc.”
In addition, the Exam ning Attorney has nmade of record over

thirty excerpts of articles fromthe NEXI S dat abase showi ng use

The request for an oral hearing, which was subsequently wi thdrawn, was
for a consolidated hearing on all six cases.

® The Anerican Heritage Dictionary of the English Language, (3¢ ed.
1992); el ectronic version.

® WNWAebster Dicti onary, http://ww. mw. com searched Decenber 6, 1999.
" WordNet 1.6 (1997), http://ww.dictionary.com searched Decenber 6,
1999.
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of "gear" in connection with hockey equi pnent and rel ated
articles of clothing. Representative excerpts are reproduced
bel ow (enphasi s added).

He grew up watching his dad run a sporting goods store that
specialized in repairing hockey gear and now he's the owner
of Maxi mum Lacrosse, an equi pnent - naki ng conpany he runs
froma production plant in surrey, B.C. The Buffal o News
(February 27, 1999).

"I love the whole idea of being the goalie," she says. "I
tell everyone, 'Hey, I'man ice hockey goalie.'" The five-
foot Bongen,...doesn't fit the inmage of a hul king hockey
pl ayer. Her short stature and size send her to the junior
section to buy her hockey gear. The Indianapolis News
(February 25, 1999).

Several players work part-time jobs to help pay for their
expensi ve rol |l er hockey gear, which can cost from $600 to
$1000. The Press-Enterprise (Riverside, CA) February 2,
1999.

HEADLI NE: Fan's soccer practice turns into target
practice....Now nost fol ks are probably acquainted with the
type of protective gear a hockey goalie wears: the nmask,
pads, helnet. Well here's how nuch protection a goalie in
soccer gets: ...A stinking pair of gloves. The Detroit News
(Novenber 27, 1998).

This year, with sonme noney left over from 1997, the Stewarts
are sponsoring junior golf at Franklin Park and payi ng for
all the equipnent in a youth hockey program the gear to be
cl eaned and refurbished by the Riddell Co. of Sonerville.
The Boston d obe (July 30, 1998).

Huge equi pnent bags covered the floor. It takes a | ot of
gear to play hockey. Skates are the npbst expensive item
perhaps $ 200 for a good pair. Up to $ 400 to $ 500 nore
can be spent on sticks, a helnmet, pants, jersey, socks and
pads for hips, shoul ders, knees, shins and el bows. St.

Pet ersburg Tinmes (June 17, 1998).

Expect New York |slanders Mariusz Czerkawaski to be the
first man at teamevents in the future...."l wasn't |ate,"
Czerkawski said. "l just wasn't early enough."....H s coach
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was angry that he was still in street clothes while the rest
of the teamwas in hockey gear ready to go. The Ledger
(Lakel and, FL) (January 31, 1999).
Further, the Exam ning Attorney has submtted copies of
twelve third-party registrations issued on the Suppl enent al
Regi ster, eight of which are for various articles of clothing,
and one which is for sporting goods. The word "gear" has been
disclaimed in each of these registrations. Two of these
regi strations are descri bed bel ow.
THE ORI G NAL BASEBALL CEAR is registered for "clothing;
nanely, knit and woven tops, bottons, shorts, and o
ni ghtshirts.” The wordi ng BASEBALL GEAR i s discl ai med.
EXTRAORDI NARY CLI MBI NG CGEAR for "clinmbing equi pment, nanely
carabi ners, slings, belay and rappel _devices..." The
wor di ng CLI MBI NG GEAR i s disclaimsd.EI
The record also includes fifteen third-party registrations,
exanpl es of which follow, for hockey equipnment, wherein each
regi strant has used the word "gear"” in its identification of
goods.
M SSI ON (owned by M ssion Hockey Conpany Corporation) for
hockey equi pnent, nanely, ice, in-line, and roller hockey
skates; wheels for in-line or roller skates; protective
gear, nanely, shoul der, kﬂﬁe’ shin, hand or el bow pads;

nout h guards; and sticks.

NHL ROLLER HOCKEY NATI ONAL HOCKEY LEAGUE (and desi gn) (owned
by National Hockey League) for in-line roller skates and

8 Registration No. 1,785,041; issued July 27, 1993; Section 8
accept ed.

o Regi stration No. 1,914, 355; issued August 22, 1995; Section 8
accept ed.

10 Regi stration No. 2,211, 348; issued Decenber 15, 1998.
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parts therefor; in-line roller skating gear; nanely, el bow

pads, shin pads, knee pads, protective head gear, roller

hockey Eﬁicks and pucks, goalie masks, and protective

gl oves.

SHARKS (stylized) (owned by San Jose Sharks LP) for hockey

gear; nanely, ice and street hockey sticks and pucks, hockey

gl oves, hockey masks and goalie masks; golf accessories;

nanmely golf club head covers, golf balls and golf bags; in-

line roller skating gear; nanmely, in-line roller skates,

el bow pads, shin padsEaknee pads, protective head gear and

protective gl oves;..

Appl i cant does not dispute the generic neaning of ROLLER
HOCKEY but essentially contends that GEAR or the phrase CGEAR
ROLLER HOCKEY is suggestive of its goods and that the Ofice has
failed to neet its burden of showi ng that either GEAR or CGEAR
HOCKEY is generic or even descriptive of those goods. Applicant
states that it primarily sells high-end roller and ice hockey
equi pnent and clothing, and clains that the purchasers of these
goods "usual ly know t he equi pnent and cl ot hing by the nane ' CGear'
or 'Cear Roller Hockey' or 'Gear Hockey'." (Applicant's brief,
p.3). Applicant maintains that there is nothing in the
dictionary definitions of "gear" to show that the word is
associated wth sporting goods used specifically in the sport of
hockey. Moreover, the fact that "there are references to a few

newspaper articles which refer to the clothing and equi pnent in

the roller hockey field as '"gear'" and that "a few' of

1 Regi stration No. 1,956, 733; issued February 13, 1996.
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applicant's conpetitors "have attenpted to use the 'gear'"
(applicant's reply brief, p.6) do not, according to applicant,
establish that the termis generic or descriptive for the goods,
particularly in |ight of what applicant considers substanti al
evidence that the termis not generic or even descriptive of the
goods. Applicant further argues that in view of the acconpanying
desi gn, which applicant variously refers to as a "toothed round
di sk" and "nechani cal gear," the word GEAR woul d be perceived as
referring to a "mechanical gear"” rather than to sports equi pnent.
Applicant argues alternatively that even if CGCEAR is deened
nmerely descriptive of its goods, applicant's evidence is
sufficient to show that the term has acquired distinctiveness for

fa]

t hose goods. In support of its claimof acquired
distinctiveness and to "refute” the argunment that GEAR i s
generic, applicant has submtted evidence consisting of two
declarations (with exhibits) of applicant's president, Dennis Wi,
t he declarations of four individuals who, according to applicant,
are "experts in the field" (applicant's reply brief, p.10); and

eight third-party registrations on the Principal Register wherein

the word "GEAR' is not disclained.

12 Regi stration No. 1,796,012; issued Septenber 28, 1993; Sections 8 and
15, accepted and filed, respectively.

3 As we noted earlier, although applicant has not specifically sought
regi stration under Section 2(f) as to the GEAR portion of its mark, we
have construed applicant's argunent as such
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In his initial declaration, M. W states that applicant
first used "the mark identified in our existing trademark
registration” in 1995.EZI According to M. Wi, the annual sal es of
equi pnent "under the 'Gear' related narks" totaled $78 thousand
in 1995, $1.1 million in 1996; and $2.2 million in 1997; and the
annual pronotional expenditures for "gear related marks" total ed
$152 thousand in 1996 and $168 thousand in 1997_Eﬂ

M. Wi also states that "GEAR' has becone w dely known as
the result of, and as evidenced by, its advertisenents in trade
magazi nes and newsl etters; its sponsorship of a team "[known as
Team Gear] that traveled around the country and pronoted
[applicant's] name and mark"; its sponsorship of professional
hockey tournanents, such as the "Anaheim Bull Frogs" in 1998,
whose ganes were shown on ESPN2 and who wear and use applicant's
equi pnent and cl ot hing; the appearance of GEAR equi pnent in an
advertisenent by Kryptionics, another sporting goods conmpany; and
its pronotion of the "GEAR' nanme on non-sport pronotional itens.

The exhi bits acconpanying this declaration include an
adverti senment appearing in Unite magazine by Kryptionics Conpany,

featuring a hockey player in "GEAR' clothing and equi pnent;

Y M. Wi is apparently referring to the same registration claimed in

t he applicati on.

% Although it is not at all clear fromthe declarations thenselves, it
appears fromthe acconpanying exhibits that "gear related marks" nay

i nclude the word GEAR al one, the "toothed" design with or w thout the
word GEAR or other wording, the phrase "GEAR ROLLER HOCKEY" with or

wi t hout an acconpanyi ng design, and the phrase "GET | NTO GEAR "
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advertisenents by two of applicant's conpetitors, Bauer of Canada
and M ssion of Santa Ana, California, appearing in that nagazine;
an advertisenent by applicant in that same nagazi ne for
applicant's hockey equi pnment and cl ot hing; portions of
applicant's product catal og; and product infornmation sheets
di stributed by applicant at trade shovvs.hz|
M. Wi states in his supplenental declaration that the
roller and ice hockey equi pnrent offered by applicant is only sold
in "pro shops,” that is, "shops dealing with professional end
equi pnent or so-called 'high end" [equipnent].” This equi pnent
and clothing, according to M. W, would typically sell for a
much hi gher cost than equi pnent found in general sporting goods
stores or chains of those stores. M. W also states that there
are only about eight conpanies which produce high-end roller and
i ce hockey equi pnent and cl othing, including the M ssion and
Bauer conpani es, and that applicant "is no |less promnent in the

i ndustry than Bauer and Mssion." M. W asserts that "a
purchaser of high end roller hockey or ice hockey equi pnent
al nost inevitably knows the type of equi pnent offered nerely by

knowi ng the nanme of the manufacturer.” Continuing, M. W states

t hat

' The exhibits consisting of a photograph of a sponsored team menber
wearing a "Team Cear" patch and phot ographs of the "non-sports"
pronmotional itenms (exhibits 1 and 11) are missing fromeach of these
applications as well as fromthe files of the four related
appl i cati ons.

10
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...Gear Roller Hockey is recognized as a conpany and when
one interested in purchasing high end roller hockey or ice
hockey equi pnent asks for this equi pnment, he or she knows
fully well that Gear is the nane of a particular conpany...
M. W adds that he
[ has] spoken with nunerous retailers of high end ice hockey
and roll er hockey equi pnent and they inform ne that
essentially no one requests such equi pnent by use of the
term"Gear." People will typically refer to the itens used
in a gane of ice or roller hockey as "equi pnent” but rarely,
if ever, is the term"GCear" ever used to refer to those
itenms. Thus, the people who purchase gear hockey equi pnent
recogni ze that equipnment by virtue of the nanme "Gear."
Appl i cant has al so submtted four essentially form
decl arations from Randy Exel by, Ryan Bail ey, Nicholas Boyarski,
and Theodore Brenner, managers and operators, or forner
operators, of sporting goods stores |ocated in the Mesa, Tucson
or Phoenix areas in Arizona. Al four declarants state that they
are aware that applicant "operates under the nane of 'Gear Roller
Hockey'" and that "Gear Roller Hockey is probably one of the top
known nanmes in the field of high end roller and ice hockey
equi pnent” and that "essentially no one in the field of

hockey...refers to the equi pnment as 'gear'. The decl arants
further assert that "sports enthusiasts typically know] the
equi pnent manufacturer by nanme and will frequently ask for a
particul ar brand as, for exanple, M ssion equipnent or Gear

equi pnent.” Only three of the four declarants state that they

are famliar with the purchasing habits and purchasers of ice

11
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hockey and roll er hockey sporting equi pnent and cl ot hing, but all
four declarants state [essentially] that

People will frequently conme into a sporting goods

store.... They may frequently ask for "hockey equi pnment"”, but

rarely, if ever, do they ask for "hockey gear" or "gear."

Applicant has al so nade of record eight third-party
regi strations on the Principal Register for marks in which the
word " GEAR" has not been disclainmed (including GEAR in stylized
formfor tennis packs and racket bags, regi stered under Section
2(f); CEAR for Christmas tree ornanents; FAN GEAR for belts and
suspenders; FlIFTHGEAR and design for footwear; and GET I N GEAR
for clothing and footwear). Applicant clains that these
regi strations show that the Ofice does not "nerely treat the
term' Gear' as being generic with respect to aline of itens in a
particular activity."

Appl i cant contends that the purchasing public associates the
term GEAR with the "toot hed round di sk” and "nechani cal gear™
design appearing in its proposed mark "because of [applicant's]
earlier registration” for the sane mark and because applicant has
"actively pronoted this name and mark 'Gear' in association with
the actual design of a gear alnbst since its very inception.”

(Applicant's reply brief, p.8).

12
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DECI SI ON

The test for determ ning whether a mark is generic involves
a two-step inquiry. The first step is to identify the genus
(category or class) of goods at issue. The second step is to
determ ne whether the term sought to be registered is understood
by the relevant public primarily to refer to that genus (category
or class) of goods. See In re Anerican Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999) citing H Marvin G nn
Corporation v. International Association of Fire Chiefs, Inc.,
782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986).

The general category of goods in these cases can be
descri bed as equi pnent, including clothing, used for sports
activities. The particular sports activities identified in these
applications are roller hockey and ice hockey. The category of
applicant's goods is not [imted in these applications to the
"hi gh-end” market or to purchasers for those goods.

The question, then, is whether GEAR is generic as applied to
t hose goods. The test for making this determ nation turns upon
how the termis perceived by the relevant public, that is, the
primary significance of the termto the relevant public. Mgic
wand, Inc. v. RDB, Inc., 940 F.2d 638, 19 USPQ2d 1551 (Fed. G r
1991); In re Recorded Books Inc., 42 USPQ2d 1275 (TTAB 1997); and

In re Leatherman Tool G oup Inc., 32 USPQ2d 1443 (TTAB 1994).

13
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The relevant public in this case consists of the general
consum ng public for sports equipnent.

The O fice has the burden of proving genericness by "clear
evi dence" of the public's understanding thereof. In re Merrill
Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567, 4 USPQR2d 1141
(Fed. Gr. 1987). Evidence of the public's understanding of a
term may be obtained fromany conpetent source including consuner
surveys, dictionary definitions, newspapers and ot her
publications. 1In re Northland Al um num Products, Inc., 777 F.2d
1556, 1559, 227 USPQ 961, 963 (Fed. Cir. 1985).

W have considered all the evidence of record bearing on
pur chaser perception of "gear" including applicant’s evidence of
acquired distinctiveness. See In re Recorded Books Inc., supra
and In re The Paint Products Co., 8 USPQ2d 1863 (TTAB 1988). 1In
doing so, we find that the evidence submtted by the Exam ni ng
Attorney establishes that the prinmary nmeaning of "gear" is
generic in relation to the identified goods.

To begin with, the dictionary references submtted by the
Exam ning Attorney denonstrate that the word "gear" is
essentially interchangeable with the word "equi pment” when
referring to the paraphernalia, including clothing, which is used
in connection with particular sports activities. An additional

listing even shows that "gear"” is used as a synonym for

14
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"equipma\nt."h--zI None of the definitions specifically nention "ice
hockey" and use, instead, the sport of "fishing" to illustrate a
typi cal use of the word in context, i.e., "fishing gear."
Neverthel ess, it is obvious that these definitions contenplate
the use of "gear"” to identify the equi pnment used for other sports
activities as well, including equi pment associated with the games
of ice hockey and roller hockey. Thus, we agree with the
Exam ni ng Attorney that when the word "gear"” is conbined with

"roll er hockey," the nane of the sport, as in applicant's
proposed nmark, purchasers woul d understand the class or category
of goods to be "roller hockey equi pnent” or "equi pnent for roller
hockey. "

The third-party registrations submtted by the Exam ning
Attorney for marks incorporating the word GEAR and coveri ng
rel ated goods provide further evidence that purchasers would
attribute the ordinary dictionary neaning of "gear" to sports
equi pnent and clothing. See, e.g., Tektronix, Inc. v.
Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (CCPA 1976) and In
re Melville Corp., 18 USPQ2d 1386 (TTAB 1991) [Third party

regi strations may be used to show that there is well-known and

7 "Equi pment —SYN. 1. apparatus, paraphernalia, gear,..." (enphasis
added). Webster’s Encycl opedi ¢ Unabridged Dictionary of the English
Language (1996). The Board can take judicial notice of dictionary
definitions. University of Notre Dane du Lac v. J.C CGournet Food

I mports Co., 213 USPQ 594 (TTAB 1982), aff'd, 701 F.2d 1372, 217 USPQ
505 (Fed. Gir. 1983).

15
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commonl y under st ood neaning of a word and that a mark has been
chosen to convey that neaning.].

Mor eover, the NEXI S evidence nade of record by the Exam ning
Attorney confirns the generic nmeaning of "gear" in relation to
hockey equi pnent and clothing. Each article shows use of the
word "gear" to designate hockey equipnent. |In fact, sone of the
articles use "gear" to refer to the precise itens of hockey
equi pnent and cl ot hing, including the mask, pads, and hel net as
wel | as pants, jerseys, and socks, offered by applicant.

Applicant "admts" that there are a "few' newspaper

articles referring to the clothing and equipnent in the roller
hockey field as "gear." Applicant maintains, however, that
"these few bits of evidence” do not establish that "gear" is
generic. As noted by the Board in In re Audio Book C ub Inc.
52 USP@2d 1042 (TTAB 1999), the use of a termin a generic
manner in a variety of general circulation newspapers is a
strong indication that the general public views the termas the
generic nane. In this case, the appearance of "hockey gear" or
simlar phrases in over thirty NEXIS articles froma variety of
news sources cannot be considered just a few aberrant uses of
the word "gear” in relation to hockey equi pnent. The term
appears to be used consistently in these articles in the sane
way the word "equi pnment” m ght be used to nanme these goods. To

the extent that applicant is contending that the word "gear”

16
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woul d have to be used in each article in the specific context of
i ce hockey or roller hockey in order for the evidence to be
persuasi ve, the argunent fails. There is no |ogical reason why
t he nmeani ng of "gear" for hockey equi pnent shoul d depend on the
nature of the hockey gane. 1In addition, as in surname cases,
there is no "magi ¢ nunber™ of articles or, in applicant's words,
"bits of evidence" which would be required to show that a term
IS generic.EEI The inportant consideration is the quality and
character of the evidence, that is, whether the evidence of
generic usage is "clear.” The NEXIS articles in these cases
provi de cl ear evidence of generic usage of "gear"” in the
relevant field.

W note applicant's statenment that "where all of your
conpetitors use the sanme term..within their marks that the nmark
i's obviously generic" and applicant's contention that "this mark
is not used by conpetitors to identify their goods."” However,
the critical question is not necessarily whether conpetitors use
the same term"within their marks" but whether conpetitors woul d
use the sanme termto refer to their goods by nane. The fifteen
third-party registrations nade of record by the Exam ning

Attorney showi ng that others in the industry, including Mssion,

8 Cf. Inre BDH Two Inc., 26 USPQd 1556 (TTAB 1993) ["There is no
magi ¢ nunber of listings which is probative to show that a termis
primarily merely a surnane.”] and In re Industrie Pirelli Societa per
Azioni, 9 USPQd 1564 (TTAB 1988).

17
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one of the very conpetitors identified by M. Wi in his

decl arati on, have used the word "gear" to generically refer to
their own hockey equi prment. The Ofice requires that goods be
described in the application by their common conmercial nanmes and
"using term nology which is generally understood” and presunably
t hese regi strants have done that. See TMEP 8§ 804.01. This

evi dence indicates that applicant's direct conpetitors and others
inthe field use "gear" as a generic designation for their own
hockey equi prrent and cl ot hi ng.

By the evidence made of record by the Exam ning Attorney,
the Ofice has net its burden of proving the genericness of
"gear." The evidence clearly denonstrates that the purchasing
public woul d understand that "gear" identifies the sports
equi pnent itself rather than the source of the equipmant."-'EI
Moreover, we find that applicant's evidence, taken as a whol e,
fails to show that "gear" is perceived as an indication of source
by the rel evant public.

Wth respect to applicant's declarations fromindividuals

"in the field," our concern is not so much with the form of those

9 W also note that at |east one published case has held the word
"gear" to be generic for "clothing." See Gear Inc. v. L. A Cear
California Inc., 670 F.Supp. 508, 4 USPQ2d 1192 (SDNY 1987). The
decision and the findings in that case were |ater vacated by the Court
in view of a subsequent settlenment agreenent of the parties, not as the
result of any further fact-finding by the Court.

18
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declarations as with their substance.EEI These individuals are
attesting not only to their own perception of "GEAR " but also to
the perception of custonmers, and apparently the entire "hockey

i ndustry” as well. To begin with, the asserted references in the
declarations to the recognition of "CGEAR' as a mark, as opposed
to, for exanple, a conpany nanme, are sonewhat anbi guous.
Nevert hel ess, to the extent these individuals do claimthat GEAR
is recognized as a mark by purchasers and those in the industry,
the evidence is not very persuasive. Applicant has failed to
establish that these individuals are "experts in the

field" and that they are therefore qualified to speak on behal f
of the entire hockey industry, high-end or otherwise. |In fact,
their experience in the retail field seens sonewhat |limted and
there is no reason to believe that their know edge of "industry”
perception extends beyond the confines of their respective
stores. The declarations indicate that M. Exel by has owned
three sporting goods stores in Phoenix for five years, M.

Brenner has owned a sporting goods store in Tucson for two years,
and M. Bailey, currently the manager of a hockey stadi um owned
by applicant and the owner of a hockey | eague of "youth teans and

adult teams,"” was the manager of a sporting goods store in

20 The fact that these are formdeclarations does not, in and of itself,
render the evidence invalid or unpersuasive. In re Data Packagi ng
Corp., 453 F.2d 1300, 172 USPQ 396 (CCPA 1972) and In re Benetton G oup
S.p. A, 48 USPQd 1214 (TTAB 1998).
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Tucson, Arizona for one year. M. Boyarski's experience in the
field is not revealed. W also note that none of these

i ndi vi dual s have even indicated how | ong they have sold
applicant's equi pnent or, with the exception of M. Exel by,

whet her they ever sold GEAR products in their stores.

In any event, the relevant question in determ ning
genericness is the perception of the mark by purchasers, not that
of the industry. In this regard, we have no direct evidence of
how t he purchasing public would view the designation. W have
only these four retailers' clains regardi ng consuner perception
and, to the extent, if any, that these retailers are even
qualified to speak for the buying public, their generalized
comments are not particularly persuasive. Each declarant seens
to claimthat the entire universe of relevant purchasers of
hockey products (or high-end hockey products) recogni zes GEAR as
a mark for those products. This sweeping claimis not credible.
Even assumi ng that the declarants are only referring to the
perception of the custoners of their own stores, as opposed to
custoners in general, the evidence is still not particularly
meani ngful. It is likely that those custoners, and nore
specifically those custoners who all egedly do recogni ze GEAR as a
mar k, do not represent a significant portion of the buying public

in general.
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Thus, these declarations, at best, establish that only a
very small nunber of people recognize GEAR as a mark. The
evidence is insufficient to denonstrate that the rel evant public
in general recognizes GEAR as a mark even if the relevant public
is considered to be purchasers of so-called "high end" hockey
equi pnent. See In re Audio Book Club Inc., supra and In re
Recor ded Books Inc., supra.

W also note these retailers' assertions that "no one" in
the field of hockey "refers to the equi pnent as 'gear'" and that

whil e custoners may ask for hockey "equi pnent,” they "rarely, if
ever," ask for "hockey gear" or "gear."EII However, a product may
have nore than one generic nane. In re Sun Ol Co., 426 F.2d
401, 165 USPQ 718, 719-720 (CCPA 1970) (Rich, J., concurring)

[ "Because one nerchandi ser has | atched onto one of the
descriptive ternms does not nean it can force its conpetitors to
limt thenselves to the use of the others.... Al of the generic
nanes for a product belong in the public domain."” (Enphasis in
original).]. Thus, the fact that there nay be other generic

ternms for the goods such as "equi pnent,"” or even if the word

"equi pment” is the nore established termfor these goods does not

L W also note M. WiI's statenment that he "[has] spoken wi th nunerous
retailers of high end ice hockey and roller hockey equi pment and they
informme that essentially no one requests such equi pnent by use of the
term'CGear'." M. W has not identified any of these retailers or

whet her, for exanple, they are the same retail ers whose decl arations
are already of record.
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overcone the perception of "gear" as an additional generic word
for the goods. See S.S. Kresge Co. v. United Factory Qutlet,
Inc., 598 F.2d 694, 202 USPQ 545 (1st Cir. 1979) ["The
guestion...is not whether a termis nore frequently chosen
colloquially than any of its synonyns, but whether it still
retains its generic neaning."]. Although purchasers may al so use
ot her words to ask for these goods, the evidence in this case
shows that the relevant public still understands that "gear" is a
termwhich refers to this class of goods, even if they would use
the termless frequently.

The eight third-party registrations made of record by
applicant fail to support its position that "gear" is perceived
as a mark. W noted earlier that third-party registrations may
be used to show the ordinary dictionary neaning of a term
However, the weight to be given these registrations depends upon,
anong ot her considerations, the nature of the marks therein and
whet her the goods covered by the registrations are in rel ated
fields. |If the respective marks and goods are not simlar, the
registrations will be inadequate to show neaning in connection
with the relevant field. One of the identified registrations is
for Christnmas tree ornanments, goods which are unrelated to those
at issue. The goods in six of the other registrations are
arguably related to these goods but the nmarks in those

registrations are not at all simlar to the mark in these cases.
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The use of the word GEAR in different contexts and conbi ned with
ot her wording is not evidence that the word "GEAR" al one is not
generic for the identified goods. Mdreover, two of those six
regi strations have been cancelled by the Ofice and are therefore
not evidence of anything. The remaining registration is for the
stylized word GEAR for containers for carrying tennis equi pnent.
The mark is registered under Section 2(f) and therefore

b2] In addition,

admttedly descriptive of the registrant’'s goods.
the existence of a single registration is not persuasive evidence
that GEAR is not generic for applicant's goods, nor does it
reflect general Ofice practice with respect to the
registrability of this term

In determ ning whether GEAR i s generic we have al so
consi dered applicant's evidence of "acquired distinctiveness”
including the length of use, volune of sales and adverti sing
expendi tures, and applicant's other evidence of public exposure
of its "gear related marks." However, this evidence is not
persuasive. Applicant's pronotional efforts may be indicative of
applicant's attenpts to convince the public that GEAR is a nark,

but not the success of those attenpts. Moreover, applicant's

sales may reflect the popularity of the products thensel ves

?2 See Yammha International Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d
1572, 6 USPQ2d 1001 (Fed. Cir. 1988).
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rat her than the purchasers' recognition of GEAR as a mark.EZI See
In re Bongrain International (American) Corp., 894 F.2d 1316, 13
UsP@d 1727, 1729 (Fed. Cir. 1990) and In re Leatherman Too

Group Inc., supra.

Furthernore, applicant’s ownership of an existing
registration for the same mark is of no persuasive value in
determ ning whether the term GEAR by itself or the disclained
wor di ng GEAR ROLLER HOCKEY as a whole is inherently distinctive.
The presunption of validity of a registered mark, including the
presunption that the subject mark is inherently distinctive for
the identified goods, obviously cannot extend to disclained, and
therefore, admttedly descriptive, conponents of the registered
mark. See Kellogg Co. v. Pack'Em Enterprises Inc., 14 USPQRd
1545 (TTAB 1990), aff'd, 951 F.2d 330, 21 USPQ2d 1142 (Fed Cr
1991) and, e.g., In re Dura Corporation, 189 USPQ 210 (TTAB
1975). Under the circunstances, the prior registration provides

no evidence of the validity of the wording in the present mark.lzz|

23 For exanple, the appearance of one of applicant's "GEAR' designations
in a Kryptionics advertisenment where the focus of the advertisenent is
not the "CEAR' designation, is not evidence of that conpany's
recognition of GEAR as a nmark

24 Applicant, citing In re American Sail Training Association, 230 USPQ
879 (TTAB 1986), appears to argue that in view of the existence of
applicant's prior registration for GEAR and design, the Ofice is
estopped "fromrefusing to register” the word GEAR in this application.
For the above reasons, applicant's argunment is without nerit and
applicant's reliance on that case is m spl aced.
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See al so, Goodyear Tire & Rubber Co. v. Vogue Tyre & Rubber Co.,
47 USPQ2d 1748 (TTAB 1998).

Nor are we persuaded by applicant's claimthat, based on the
design in the mark, the word GEAR woul d convey the arbitrary
meani ng of a "mechanical gear." First, the connotation of a mark
is not determned in the abstract but in relation to the goods
for which registration is sought. See, for exanple, In re Abcor
Devel opnment Corp., Inc., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
The connotation of GEAR in relation to applicant's hockey
products is "equi pnent” not machine parts. Moreover, there is no
evidence in this record that purchasers would even view the
design itself as a "mechanical gear." W also note in this
regard that while it is a "toothed" design, applicant admts that
mechani cal gears are generally round as opposed to oval.
(Applicant's brief, p.16). Finally, even if purchasers were to
perceive the design as a nechanical gear, there is no evidence
t hat purchasers woul d ascri be that sanme nmeaning to the word GEAR
In fact, they would be unlikely to ascribe any neani ng ot her than
the one typically associated wwth this word in relation to the
i dentified goods.

We concl ude that the record as a whol e establishes that GEAR
is perceived as a generic termfor applicant's goods. Thus, the
generic word GEAR in association with the generic term ROLLER

HOCKEY on a non-distinctive background design, is incapable of
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identifying applicant's goods and distinguishing themfromthose
of others. G ven the generic neaning of GEAR, the recognition of
the termas a trademark by a small group of people nust be deened
no nore than a de facto recognition, entitled to no | egal effect.
See, In re Recorded Books, supra, and cases cited therein; and In
re Audi o Books Inc., supra.

We turn then to the question of whether the wordi ng GEAR
ROLLER HOCKEY is generic. Applicant maintains that the words
conprise a unitary expression having no generic nmeaning. W
di sagree. First, we do not believe that GEAR ROLLER HOCKEY woul d
be perceived as a unitary phrase. A mark is unitary if it
creates a single, distinct comercial inpression. See Dena Corp.
v. Belvedere International, Inc., 950 F.2d 1555, 21 USP@Rd 1047
(Fed. Gr. 1991). The commercial inpression is determ ned by
factors including the visual characteristics of the mark and the
meaning of the terns in the mark in relation to each other. See
Dena Corp. v. Belvedere International, Inc., supra and In re
Taylor & Francis [Publishers] Inc., 55 USPQ2d 1213 (TTAB 2000).
Visually, the term GEAR i s physically separated from ROLLER
HOCKEY and is depicted in large, bold, block letters. The visual
i npression created by ROLLER HOCKEY is much weaker. The termis
substantially smaller than GEAR in size and promi nence and it is
shown in a different style of lettering, all of which serves to

separate the two terns rather than to join them Further,
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al t hough each word GEAR and ROLLER HOCKEY has a distinct neaning,
t he conbined term GEAR ROLLER HOCKEY, mekes no sense as a
unitary phrase. See, e.g., In re Taylor & Francis [Publishers]
Inc., supra. The |lack of any coherent neaning in the phrase as a
whol e further reinforces the perception of GEAR ROLLER HOCKEY as
two separate terns. See also, e.g., Dena Corp., supra at 1052
["...mere proximty of EUROPEAN FORMULA to the unrel ated design
feature does not endow the whole with a single, integrated, and
distinct commercial inpression.”]. Applicant has submtted no
evi dence that GEAR ROLLER HOCKEY is pronoted as a unitary phrase,
and apart fromthe statenents of the four retailers discussed
earlier, there is no evidence that purchasers would perceive the
termas a unitary phrase. W also find it interesting that the
"TM' designation in applicant's pronotional materials follows the
term GEAR in the mark, not ROLLER HOCKEY.

Thus, we concl ude that GEAR HOCKEY does not create a unitary
i npression, and that instead, each termretains its own separate,
generi c neani ng.

Even assum ng GEAR ROLLER HOCKEY to be unitary, we would
still find that the phrase, as a whole, is generic. Wiile as
applicant points out, a purchaser would probably not use the
wording "gear roller hockey" to request the goods, the question
is, as always, how that term would be perceived by purchasers and

what they woul d understand that phrase to nean when they view the
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desi gnati on under normal marketing conditions. Based on the
evidence in this case, we have no doubt that the public
under st ands the generic nmeani ng of both the phrase "roller hockey
gear" and the individual terns "roller hockey" and "gear" in
relation to applicant's goods. Reversing the order of these
terms does not result in a newtermwth a different neani ng but
rat her just an awkward conbination of two famliar terns. See In
re Vasco Metals Corporation, 154 USPQ 191, 192 (TTAB 1967) ["The
mere transposition of words is generally insufficient to create
trademark rights in an otherw se recogni zabl e conmon descri ptive
termor designation.”"]. The termas a whole still signifies
"gear for roller hockey" no nmatter how the two words are
arranged.

Al t hough we have determ ned that GEAR is generic, for
purposes of a conplete record, we wll decide the issue of
whet her the mark is descriptive and applicant's alternative claim
that the mark has acquired distinctiveness.

If GEAR is not generic, then the termis certainly highly
descriptive. Wen considered in relation to applicant's goods,
purchasers woul d i nmedi ately, and wi thout the exercise of any
i magi nati on, understand that the nature of applicant's goods are
cl ot hi ng and equi pnment used in the sport of roller hockey. The
burden is on applicant to show acquired distinctiveness, and the

nore descriptive the term the heavier that burden. Yanaha
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I nternational Corp. v. Hoshino Gakki Co., supra. In considering
all of the evidence, and the highly descriptive nature of this
term we find that applicant has not net this burden.

Applicant seeks to base its claimof acquired
di stinctiveness of GEAR on its ownership of the registration
identified in its application. Trademark Rule 2.41 provides
that, in appropriate cases, "ownership of one or nore prior
registrations on the Principal Register...of the same mark may be
accepted as prima facie evidence of distinctiveness.” This is
not an "appropriate"” case. Applicant has expressly disclained
CGEAR in the prior registration and, as noted earlier, a
disclaimer is essentially an adm ssion of the nerely descriptive
nature of such termand the | ack of an exclusive right therein at
the time of the disclainer. Inre Interco Inc., 29 USP@Qd 2037
(TTAB 1993) and Kellogg Co. v. Pack'Em Enterprises Inc., supra.
Thus, the disclainmer of GEAR is not evidence that GEAR has
acquired distinctiveness, it is evidence that GCEAR is
descriptive.

Applicant's evidence of acquired distinctiveness based on
actual use of its "gear related marks" is also insufficient to
show t hat GEAR has acquired distinctiveness. Wile applicant is
correct that a showi ng of acquired distinctiveness can be based
on evidence of less than five years use, as noted above, the

sufficiency of the evidence is based on the nature of the mark
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and the conditions surrounding its use. See Hunter Publishing
Co. v. Caulfield Publishing Ltd., 1 USPQ@d 1996 (TTAB 1986). As
the Board in that case pointed out, while sonme terns may acquire
such significance in a relatively short period of tine, sonetines
even |less than five years, others, depending on the nature of the
mark, require |longer use and may never acquire distinctiveness no
matter how | ong they have been used. 1In this case applicant's
"gear related marks" have been in use for a very short period of
time, only three years as of the date the application was fil ed,
with $3 million in sales for the entire three-year period, and
two years of pronotional expenditures totaling $300 thousand. 1In
addition, the specific "gear related nmarks," to which these
figures apply, have not been identified. For exanple, applicant
does not indicate whether sonme or any portion of its advertising
expenditures relate to pronotion of the "oval toothed" design
whi ch does not even contain the word "gear."

Even if we consider the sales volune and advertising
expenditures to be substantial for this short period of tine,
this evidence is still insufficient to establish acquired
distinctiveness. There is no proof that the conmercial success
of applicant's products, such as it is, is due to recognition of
CEAR as a mark, as opposed to the popularity of the equi pnment or
even the fact that there are so few conpanies fromwhich to

purchase at | east "high-end" hockey equi pnent. There is also no
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proof that the efforts made by applicant to achi eve acquired
di stinctiveness, including applicant's pronotional activities and
expenditures and its other evidence of public exposure to "gear
rel ated marks," have been successful. See In re Recorded Books
I nc., supra.

Acquired distinctiveness is an association in the consuner's
m nd between the mark and the source of the goods or services.EEI
Wil e we can assune from applicant's evidence of use as well as
its declarations of purchaser recognition of the termas a mark,
that a small group of people have actually conme to associ ate GEAR
with the source of applicant's goods, the evidence is far from
sufficient to establish that the average purchaser makes this
associ ation. See Roselux Chem cal Co. v. Parsons Ammonia Co.,
299 F.2d 855, 132 USPQ 627 (CCPA 1962) ["... proof of
di stinctiveness requires nore than proof of the existence of a
relatively small nunber of people who associate the asserted nmark
with the producer."]. See also In re Audio Books Inc., supra and
In re Recorded Books Inc., supra.

Therefore, assum ng that GEAR could function as a mark, in
view of the highly descriptive nature of that term far nore

evi dence than we have of record would be required to show t hat

the term has acquired distinctiveness. See In re Recorded Books

%> See, for exanple, In re Brass-Craft Manufacturing Co., 49 USPQd 1849
(TTAB 1998) citing In re Senmel, 189 USPQ 285 (TTAB 1975).
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Inc., supra; and, e.g., In re Andes Candies Inc., 478 F.2d 1264,
178 USPQ 156, 158 (CCPA 1973) ["Because of long use, |arge sales
and advertising, it may be assumed that some persons m ght
recogni ze a mark as designating origin, but that alone is not
enough."]; and In re Pennzoil Products Co., supra [applicant's 36
years and very substantial advertising and sal es, product
revenues and position of sales |eadership in notor oi
declarations fromnine of applicant's custoners, fail to prove
that the term"MJULTI-VIS" is either pronoted as a trademark or
per cei ved as one by the purchasing public].

Decision: The requirenent for a disclainmer of GCEAR s
affirmed. Nevertheless, pursuant to Trademark Rule 2.142(q),
this decision will be set aside and applicant's mark will be
publ i shed for opposition if applicant, no later than thirty days
fromthe mailing date hereof, submts an appropriate disclainer
of GEAR.  An appropriate disclainmer of the wording in the mark
should read: No claimis made to the exclusive right to use CGEAR

and ROLLER HOCKEY apart fromthe mark as shown.
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